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I. Basis of the report 



1. This report has bcca drawn on the basis of ^S^^ 

under Artide 14 are referred to in this report as "originally filed" and are not annexed 

|~xl the international application as originally filed, 
[3c] the description, pages 1-19 , as originally filed. 



pages NONE 
pages NONE 
pages 



the claims, 



Nos. 1-22 



Nos. 
Nos. 
Nos. 
Nos. 



NONE 



NONE 



NONE 



, filed with the demand. 

, filed with the letter of 

, filed with the letter of 

, as originally filed. 

, as amended under Article 19. 

, filed with the demand. 

, filed with the letter of 

, filed with the letter of 



Q£j the drawings, sheets/ftg NONE 



sheets/% NONE 



sheets/fig NONE 
sheets/fig 



, as originally filed. 
, filed with the demand. 
, filed with the letter of . 
, filed with the letter of 



2. The amendments have resulted in the cancellation of: 
|"x] the description, pages NONE 



the claims, 



Nos. 



NONE 



j"3^j the drawings, sheets/fig NONE 



3 I — I This report has been established as if (some of) the amendments had not been made, since they have been considered 
' — ' to go beyond the disclosure as filed, as indicated in the Supplomontal Box Additional observations below (Rule 70.2(c)). 



4. Additional observations, if necessary : 
NONE ^ 
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V. Reasoned statement under Article 35(2) with regard t. novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



1. STATEMENT 
Novelty (N) 



Inventive Step (IS) 



Claims 1-22 



Claims NONE 



Claims NONE 
Claims 1-22 



YES 
NO 

YES 
NO 



Industrial Applicability flA) 



Claims '-22 



Claims NONE 



YES 
NO 



2 CITATIONS AND EXPLANATIONS 

Claims 1-22 lack an inventive step under PCT Article 33(3) as being obvious over American Cyanamid Company .n view of 
Snnon W J. American Cyanamid Company teaches methods of screening for detection of herb.cdes (abstract) mvo vmg 
formation of microbes containing genes essentia, for plant grow* and screening for compounds that mh.b.t pUn t «^"« <W 
4 Ses 4-5) Additionally American Cyanamid Company teaches that once a herbicidal compound ,s .denufied. plant P°P"'*'°"s 
may be muugenized and grown in the presence of the herbicide at a concentration known to be sufficient to ,nh,b,t growth of 
SewifdC 8 and then plants that are able to grow can be selected (page 4, lines 13-17 and hnes 36-43). 

Company teaches compositions of herbicides (page 18 lines 1-30) and isolated genes and protems known to be essenua. to ft. 
Krowth of plants (page 2 line 43, page 18, line 51-58). American Cyanam.d Company does not teach the use of a gnd 
mmli.^ .ibraXerform the screening of mutants. Lennon Wa/teaches methods of screenmg ^ 
a plurality filters mat form a grid, each grid containing at a predefined reg.on .mmob.l.zed cDNA clones W ' co ^ 
paragraph page 315. col. 1 last paragraph and col. 2). Lennon e, al also teaches the use of a "genom.c cDNA library (page 
314 Zl 2 ^paragraph). Lennon ./ a, teaches screening the filters with a labeled hybridization probe to. for example ,dent,fy 
cDNAs (equivalent to mRNAs) that are differentially expressed between tissues and/or developmental stages or °°'"['*""* 
^o sets of conditions (Table 1, page 316. col. 2 firs, full paragraph). Lennon e, a! teaches that ^^Tclt^TSl 
be used to eliminate the need for multiple rounds of clone purification thereby .mprov.ng screenmg methods (page 315 col. 2 
Ust p^rraphT U would have been P La facie obvious to one of ordinary skill in the art a, the time the mvenfon was made 
to h^ve u 8 s 7d L hybridization based'screening method of Lennon e, al to have screened for mutauons m a populaUon g ro wn 
under defined conditions (e.g. a concentration of herbicide) as taught by American Cyanam.d Company to have obtamed the 
invention I * whole. One of ordinary skill in the art at the time the invention was made would have been mofvated (Contmued 
on Supplemental Sheet.) 



Form PCT/1PEA/409 (Box V) (January 1994)* 



INTERNATIONAL PRELIMINARY EXAMINATION REPORT 



International application No. 
PCT/US97/20004 



Supplemental Box ... «- • rt 

(To be used when the space in any of the preceding boxes is not sufficient) 



* „ j ,, IIT Sheet 10 

Continuation of: Boxes I - VIII 

V 2 REASONED STATEMENTS - CITATIONS AND EXPLANATIONS (Continued): 

to have used the methods of Lennon et al for screening to have screened for herbicide resistance as taught by American 
Cvanamid Company because Lennon et al teaches that the use of arrayed libraries can be used to eliminate the need for 
S^pT^TcW purification thereby improving screening methods thus addition of the method of screening o ^n 
Ta/ to the method of American Cyanamid Company would have made me screening method of American Cyanamid Company 
easier to perform. 

Claims 1-22 lack an inventive step under PCT Article 33(3) as being obvious over Nishi el al in view of Lennon «l al. Nishi 
STteaches an agent (LMB)that uiduces arrest of the eukaryotic cell cycle (abstract, first paragraph of page 6320). Nish. et al 
ZZbTvZZl ^genomic Ubrary of LMB-resistant mutants to identify the target gene of LMB (abstract and last paragraph 

teaches comparison of allelic mutations and wild-type (page 6322, col. 2 first fall paragraph). Nishi et 
^LSes *e gene and protein sequence of me LMB resistant gene (page 6322. Table II. Nishi e, al teaches compositions of 
I^TlMB ffLre 1). NishiT al does not teach the use of a grid immobilized Ubrary to perform the screenmg of 
mutaST L^onT^ teaches methods of screening libraries involving generating a plurality filters ttjat form a grid, each grid 
rn^ngatT^defined region immobilized cDNA clones (page 314. col. 2 first paragraph, page 315. col. last paragraph 
and^Tf) Lennon et al also teaches the use of a -genomic" cDNA Ubrary (page 314 coL 2 last paragraph), ^°ue al 
^ screening the filters with a labeled hybridization probe to. for example identify cDNAs (equivalent £»»W> <~ are 
Serentially expressed between tissues and/or developmental stages or direcdy companng two sets of «»^ f™c ' ' 
oase 316 col 2 first full paragraph). Lennon et al teaches that the use of arrayed Ubrar.es can be used to eUminate the need 
^fmujle ^ndfof ^LT^rificition thereby improving screening methods (page 315 coL2 last paragraph^ 
ZTprL facie obvious to one of ordinary skill in the art at the time the invention was made to have used the hybn^tion 
Wd sl^S method of Lennon et al to have screened for LMB mutations in a population grown under defined conditions 
S^tTXS To. to have obtained the invention as a whole. One of ordinary skill in the art at die time the mention 
was ^dYwouM hate been motivated to have used the methods of Lennon el al for screening to have screened for LMB target 
Zes^ tau^ by NUhi et al because Lennon ,/ al teaches uiat the use of arrayed libraries can be used to eliminate .he need 
frmuTtiptSunl of clone purification thereby improving screening methods thus addition of die method of screerung of 
etal to the method of Nishi et al would have made die screening method of Nish. et al easier to perform. 

Claims 1-22 meet the criteria set out in PCT Article 33(2) and(4). because the prior art does not teach ° f 
f^vLl^s using a plurality of grids comprising an immobilized genomic Ubrary nor compositions obtained from this 
m?uSd 8 "ch meufo/and compositions have industrial appUcabiUty in the art of gene identification and drug «hscovery. 



NEW CITATIONS 



EP 0 608 722 Al (AMERICAN CYANAMID COMPANY) 03 August 1994. see pages 3-4 and 18. 

NISHI et al. Leptomycin B Targets a Regulatory Cascade of crml . a Fission Yeast Nuclear Protein. ^Involved in Control of 
Higher OrderChromosome Stnicture and Gene Expression. Journal of Biological Chemistry. 04 March 1994. Vol. 269. No. 
9, pages 6320-6324, see entire document. 
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1. The designated Office is hereby notified of its election made: 

["><] in the demand filed with the International Preliminary Examining Authority on: 

04 June 1998 (04.06.98) 



| | in a notice effecting later election filed with the International Bureau on: 



2. The election | X| 

□ 



was not 



made before the expiration of 19 months from the priority date or. where Rule 32 applies, within the time limit under 
Rule 32.2(b). 
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The International Bureau of WIPO 
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• # 



IIN 1 ERjNATIOINAL SEARCH REPORT 


International application No. 




PCT/US97/20004 


A. CLASSIFICATION OF SUBJECT MATTER 




IPC(6) :C12Q 1/68; C07II 21/04; A61K 48/00 




US CL : 436/6; 536/23.7; 514/44 




According to International Patent Classification (IPC) or to both national classification and IPC 


B. FIELDS SEARCHED 



Minimum documentation searched (classification system followed by classification symbols) 



U.S. : 436/6; 536/23,7, 24,32; 514/44 



Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched 



Electronic data base consulted during the international search (name of data base and, where practicable, search terms used) 

Searched inventors and keywords: identifying gene growth and library or compar or hybridiz? or nucleic acid or probe array 
in APS, CAPLUS, MEDLINE, SCISEARCH, BIOSIS WPIDS. 



C. DOCUMENTS CONSIDERED TO BE RELEVANT 



Category" 



Citation of document, with indication, where appropriate, of the relevant passages 



Relevant to claim No. 



y.p 

y,p 



SAPOLSKY et al. Mapping Genomic Library Clones Using 
Oligonucleotide Arrays. Genomics. May 1996, Vol. 33, No. 3, 
pages 445-456, see entire document. 

LENNON et al. Hybridization analyses of arrayed cDNA libraries. 
Trends in Genetics. October 1991, Vol. 7, No. 10, pages 314-317, 
see entire document. 

WO 97/23642 Al (MICROCIDE PHARMACEUTICALS, INC) 03 
July 1997, see abstract and pages 4-7. 

WO 97/10365 Al (AFFYMAX TECHNOLOGIES N.V.) 20 
March 1997, see abstract, pages 4-8 and Figure 1. 



1-22 



1-12 



1-22 



1-22 



□ 

Further documents are listed in the continuation of Box C. Q S ee patent family annex. 



Special categories of cited documents 

document defining the general stale of the ml which is not considered 
to be of particular relevunce 

"E" enrlier document published on or after the international filing date 

'L* document which may throw doubts on priority claiin(s) or which is 

cited to establish the publication date of another citation or oilier 
special reason (as specified) 

O" document referring to on or;il disclosure, use, exhibition or other 

mean* 

P" document published prior to die international filing dale but Inter than 
the priority date chn mod 



•V" 



later document published after the international filing date or priority 
date and not in conflict with the application but cited to understand 
the principle or theory underlying the invention 

document of particular relevance; the claimed invention cannot be 
considered novel or cannot be considered to involve an inventive step 
when the document is taken alone 

document of particular relevance; the claimed invention cannot be 
considered to involve an inventive step when the document is 
combined with one or more other such documents, such combination 
being obvious io a person skilled in the art 

document member of the stiine patent family 



Date of the actual completion of Ihc international search 



12 JANUARY 1998 



Dale of mailing of the international search report 

1 0 FEB 1998 
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Facsimile No. (703) 305-3230 
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